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DETAILED ACTION 

Response to Arguments 

1. Applicant's arguments, see Response, filed 1/26/2006, with respect to the rejection(s) of 
claim(s) 4, 5, 8, 9, and 15 under Sundelin et al. (USPN 6,144,861) in view of Douzono et al 
(USPN 5,574,983) in further view of Chheda et al (USPN 6,515,975) have been fully considered 
and are persuasive. Therefore, the rejection has been withdrawn. 

2. Applicant's arguments, see Response, filed 1/26/2006, with respect to the rejection(s) of 
claim(s) 11-14, 17, 18, 20 and21 under Sundelin etal. (USPN 6,144,861) in view of Douzono et 
al (USPN 5,574,983) in further view of Chheda et al (USPN 6,515,975) have been fully 
considered and are persuasive. Therefore, the rejection has been withdrawn. However, upon 
further consideration, a new ground(s) of rejection is made in view of Applicant's admitted prior 
art in view of Douzono et al (USPN 5,574,983) in further view of Chheda et al (USPN 
6,515,975). 

3. Applicant's arguments with respect to claims 1-3, 7, 19, and 23 have been considered but 
are moot in view of the new ground(s) of rejection. In addition, Examiner would like to note that 
while Applicant argues that the newly added limitations to claims 1, 3, and 7 further limit the 
scope of the claim, these limitations fail to limit the scope of the claim since these limitations are 
part of the preamble and are not required for the operation of the claimed method. Simply, by 
placing these limitations in the preamble of the claims and then not tying these limitations to the 
body of the claim, the newly added limitations do not limit the scope of the claim. 

4. Further, the "it is possible" language in each of these claims also does not further limit 
the claim since "it is possible" is so broad as to render the limitation meaningless. Examiner 
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suggests changing "wherein it is possible to decide" to "wherein the RNC decides" since this 
eliminates the "it is possible" language in addition to tying the newly added limitation into the 
body of the claim. As such, this proposed amendment requires the limitation added to the 
preamble in addition to requiring the limitation following the "it is possible" language. 

Claim Objections 

5. Claim 1 is objected to because of the following informalities: in line 3, "up receive" 
should be "up receive signal" (see specification p. 2, lines 9-10) and in line 8, "CH" should be 
"CH (channel)". Appropriate correction is required. 

6. Claim 3 is objected to because of the following informalities: in line 3, "up receive" 
should be "up receive signal" (see specification p. 2, lines 9-10) and in line 8, "CH" should be 
"CH (channel)". Appropriate correction is required. 

7. Claim 7 is objected to because of the following informalities: in line 3, "up receive" 
should be "up receive signal" (see specification p. 2, lines 9-10) and in line 8, "CH" should be 
"CH (channel)". Appropriate correction is required. 

8. Claim 1 1 is objected to because of the following informalities: in line 4, "CH" should be 
"CH (channel)" and in line 6, "BTs" should be "BTSs" Appropriate correction is required. 

9. Claim 20 is objected to because of the following informalities: in line 4, "CH" should be 
"CH (channel)". Appropriate correction is required. 

Claim Rejections - 35 USC § 101 

10. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 
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11. Claims 1 1 and 13-18 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to no n- statutory subject matter. In order for a method to be statutory, the method must 
have a practical application. A practical application can be identified in one of the following 
ways: (1) the claimed invention "transforms" an article or physical object to a different state or 
thing and (2) the claimed invention otherwise produces a useful, concrete and tangible result. 
Here, the method merely performs a calculation to determine Sref. There is no "transformation" 
of an article or physical object since the calculation is not tangible. In addition, there is no useful, 
concrete, and tangible result, since the value Sref is not used to perform a function. Simply, the 
method is merely an abstract idea. In order to be statutory, the method should require that the 
Sref value is transmitted to all BTSs connected to the MS since this produces a useful, concrete, 
and tangible result. 

Claim Rejections - 35 USC §103 

12. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

13. Claims 1-3, 7, 11-14, 17-21, and 23 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Applicant's admitted prior art in view of Douzono et al (USPN 5,574,983), of 
record, in further view of Chheda et al (USPN 6,515,975), of record. 

14. Regarding claims 1 and 1 1-13, Applicant admits as prior art a transmit power control 
method in a CDMA mobile communication system during a selection/synthesis processing in a 
Radio Network Controller (RNC) of an up receive signal from each of base transceiver stations 
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(BTSs) connected thereto (p. 2, lines 4-19), comprising: a checking step of checking whether one 
or more BTSs are connected to a specific mobile station (p. 2, lines 4-19) where Applicant 
discloses "when the MS is connected to a plurality of BTSs" which implies that there is a 
checking step to determine if the MS is connected to a plurality of BTSs; a reference value 
changing step of changing a value of a reference value Sref (p. 2, lines 4-19) where the phrases 
"reference SIR is too small" and "reference SIR is set to a larger value than necessary" indicate 
that the reference SIR, Sref, is changed; and a reporting step of reporting the changed reference 
value Sref to all the connected BTSs (p. 2, lines 4-19) where it is implicit that Applicant reports 
the reference value to all the connected BTSs since the RNC computes the reference value and 
the BTSs use the value; wherein it is possible to decide the reference value Sref in response to a 
variation in a selection/synthesis gain due to an increase or a decrease of the number of 
connected BTSs, where the phrase "it is possible" is so broad as to render this claim limitation 
meaningless. 

Applicant does not admit as prior art a calculating step of, when a result of the checking 
step shows that two or more BTSs are connected, making a calculation by using values of the 
selected SIRs; a reference value changing step of changing a value of Sref according to a result 
of the calculation; and an upper limit setting step of, when the result of the checking step shows 
that only one BTS is connected, setting the reference value Sref to an upper limit. Douzono 
teaches, in a system for determining a target level for power control during soft handoff, a 
calculating step of, when a result of the checking step shows that two or more BTSs are 
connected (col. 7, lines 65-67), making a calculation by using number of connected BTSs (col. 7, 
lines 35-40) where the calculation consists of determining the reference value ("target level") for 
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the given number of BTSs connected to the mobile unit; a reference value changing step of 
changing a value of a reference value according to the number of base stations connected to the 
mobile unit (col. 7, lines 35-41); and an upper limit setting step of, when the result of the 
checking step shows that only one BTS is connected, setting the reference value to an upper limit 
(30dB) (col. 7, lines 35-41). Douzono does this in order to have "a mobile communication 
system capable of reducing interference among mobile stations and increasing a subscriber 
capacity of the system by taking full advantage of the site diversity effect in the soft handover 
state" (col. 2, lines 45-50). Therefore, it would have been obvious to one of ordinary skill in the 
art at the time of the invention to have a calculating step of, when a result of the checking step 
shows that two or more BTSs are connected, making a calculation by using the value of the 
number of connected BTSs; a reference value changing step of changing a value of Sref 
according to the number of base stations connected to a mobile unit and an upper limit setting 
step of, when the result of the checking step shows that only one BTS is connected, setting the 
reference value Sref to an upper limit in order to have a mobile communication system capable 
of reducing interference among mobile stations and increasing a subscriber capacity of the 
system by taking full advantage of the site diversity effect in the soft handover state. 

Applicant's admitted prior art (AAPA) in view of Douzono does not expressly disclose a 
calculating step of, when a result of the checking step shows that two or more BTSs are 
connected, using a predetermined selection criterion for selecting CH receive SIRs 
corresponding to certain ones of the connected BTSs, and making a calculation by using values 
of the selected SIRs and a reference value changing step of changing a value of Sref according to 
a result of the calculation. However, AAPA in view of Douzono does disclose receiving 
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notification of the number of base stations connected to a single mobile unit (Douzono: col. 5, 
lines 65-67) and changing the reference value according to the number of connected BTSs 
(Douzono: col. 5, lines 65-67). But AAPA in view of Douzono does not disclose how this 
number is determined. Chheda teaches, in a system for power control that varies according to a 
number of base stations connected to a mobile unit (col. 4, lines 34-45), determining a number of 
base stations connected to a mobile unit through a calculating step of using a predetermined 
selection criterion for selecting output powers corresponding to certain ones of the connected 
BTSs (output power greater than the incremental difference) (col. 5, lines 20-33) and making a 
calculation to determine the number of connected BTSs by using values of the selected output 
power (col. 5, lines 20-33). Here, since Applicant did not limit the calculation to "only values of 
the selected SIRs," any calculation that uses the set of "selected SIRs," including a calculation 
that determines which SIRs out of a larger set of SIRS are the selected SIRs, reads on the claim 
limitation. Therefore, it would have been obvious to one of ordinary skill in the art at the time of 
the invention to have a calculating step of, when a result of the checking step shows that two or 
more BTSs are connected, using a predetermined selection criterion for selecting CH receive 
SIRs (using Chheda process), and making a calculation (selecting the set of CH receive SIRs of 
BTSs connected to a mobile unit) by using values of the selected SIRs (where the selection of 
this set of CH receive SIRs inherently uses the values of the selected SIRs) and a reference value 
changing step of changing a value of Sref according to a result of the calculation in order to 
determine the value Sref according to the exact number of base stations connected to a single 
mobile unit. 
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15. Regarding claims 2, 20, and 21, incorporating the rejection of claims 1 and 1 1-13, AAPA 
in view of Douzono in further view of Chheda discloses that the CH receive SIR is a 
communication CH receive SIR for each of the connected BTSs (AAPA: p. 1, lines 14-15). In 
addition, Examiner takes official notice that using a Perch CH receive SIR is well known in the 
art. As such, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to use a Perch CH receive SIR. 

16. Regarding claim 3, incorporating the rejection of claims 1 and 11-13, AAPA in view of 
Douzono in further view of Chheda discloses each limitation of claim 3, as outlined in the 
rejection of claims 1 and 11-13, except that said CH receive SIR is any one of a Perch CH 
receive SIR and a communication CH receive SIR for each of the connected BTSs; that said 
calculation made by using the selected value in the calculating step comprises: any one of the 
step of selecting the maximum value Smax and the second largest value Sscd from among the 
CH receive SIRS corresponding to the connected BTSs and the step of selecting the maximum 
value Smax from among the CH receive SIRS corresponding to the connected BTSs; and any 
one of the step of calculating a difference (X) between the Smax and the Sscd and the step of 
calculating the number (Nbts) of BTSs in which a difference between the Smax and the receive 
SIR becomes a predetermined value T2 or less. However, AAPA in view of Douzono in further 
view of Chheda further discloses that said CH receive SIR is any one of a Perch CH receive SIR 
and a communication CH receive SIR for each of the connected BTSs (AAPA: p. 1, lines 14-15). 
In addition, AAPA in view of Douzono in further view of Chheda suggests that said calculation 
made by using the selected value in the calculating step comprises: the step of selecting the 
maximum value Smax (BTS(x)) from among the CH receive SIRS corresponding to the 
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connected BTSs (Chheda: col. 5, lines 20-34). Further, AAPA in view of Douzono in further 
view of Chheda suggests calculating the number (Nbts) of BTSs in which a difference between 
the Smax (BTS(x)) and the receive SIR becomes a predetermined value T2 (predetermined 
threshold) or less (Chheda: col. 5, lines 20-34) where since Chheda determines the number of 
BTSs that have a difference greater than the threshold, Chheda also determines the number of 
BTSs in the area that are less than the threshold. 

17. Regarding claim 7, incorporating the rejection of claim 3, AAPA in view of Douzono in 
further view of Chheda discloses each limitation of claim 7, as outlined in the rejection of claim 
3, except that the reference value changing step comprises one of changing the reference value 
Sref to a value according to the difference (X) and changing the reference value Sref to a value 
according to the number (Nbts). However, AAPA in view of Douzono in further view of Chheda 
discloses changing the reference value Sref to a value according to the number (Nbts) (Douzono: 
col. 7, lines 35-40). 

18. Regarding claim 14, AAPA in view of Douzono in further view of Chheda discloses that 
calculating said selection/synthesis gain comprises calculating a difference X between a 
maximum value Smax and a second largest value Sscd from among the CH receive SIRs 
(Chheda: col. 5, lines 20-33) where the SIR (Chheda: "power") for each signal is subtracted from 
the max SIR (BTS(x)) 5 and said reference value Sref is calculated by: determining whether said 
difference X exceeds a predetermined threshold (Douzono: col. 7, lines 35-40 and Chheda: col. 
5, lines 20-33) where the number of BTSs connected to a mobile unit will be determined based 
on whether the difference X exceeds a predetermined threshold and where the number of BTSs 
connected to a mobile unit is used to determine the reference value. 
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19. Regarding claim 17, AAPA in view of Douzono in further view of Chheda discloses that 
the calculating said selection/synthesis gain comprises determining a maximum value Smax 
(BTS(x)) (Chheda: col. 5, lines 20-33) and determining a number of connected BTSs (Nbts) for 
which a difference between said maximum value Smax and the receive SIR becomes equal to a 
predetermined threshold value or less (Douzono: col. 7, lines 35-40 and Chheda: col. 5, lines 20- 
33), and said reference value Sref is calculated by: if Nbts <=1, setting Sref to an upper limit 
(30db) (Douzono: col. 7, lines 35-40); and if Nbts>=2, changing Sref as a function of Nbts 
(Douzono: col. 7, lines 35-40) where Douzono's Fig. 1 is a graph of how the reference value 
changes with the number of BTSs. 

20. Regarding claims 18 and 19, incorporating the rejection of claim 17, AAPA in view of 
Douzono in further view of Chheda discloses that the calculating said selection/synthesis gain 
comprises calculating a difference X between a maximum value Smax and a second largest value 
Sscd from among the CH receive SIRs (Chheda: col. 5, lines 12-33) in order to determine which 
base stations are in handover with the mobile terminal, and said reference value Sref is calculated 
by a function of Nbts and X (Douzono: col. 8, lines 24-30 and col. 10, lines 25-36 and Chheda: 
col. 5, lines 12-33) where Nbts is used to determine how to change the reference value and X is 
used to determine which base stations need to have the reference value changed. 

21 . Regarding claim 23, AAPA in view of Douzono in further view of Chheda discloses that 
the decision for said reference value Sref includes determining whether the selection/synthesis 
gain can be obtained by checking whether a difference of said SIRs received at said BTSs is 
small (Chheda: col. 5, lines 20-34). 
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Allowable Subject Matter 

22. Claims 4, 8, and 15 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. The prior art does not disclose or fairly suggest comparing the 
difference to a threshold to determine if only a small gain can be obtained by selection/synthesis, 
thereby setting the reference value Sref to an upper limit. 

23. Claims 5 and 9 are objected to as being dependent upon a rejected base claim, but would 
be allowable if rewritten in independent form including all of the limitations of the base claim 
and any intervening claims. The prior art does not disclose or fairly suggest that, when X is equal 
to a predetermined threshold value Tl or less, it is decided that a sufficient gain can be obtained 
by selection/synthesis, thereby setting the reference value Sref to a value according to the X, but 
only after comparing the difference to another threshold, T2. 

24. Claims 6 and 10 are objected to as being dependent upon a rejected base claim, but would 
be allowable if rewritten in independent form including all of the limitations of the base claim 
and any intervening claims. The prior art does not disclose or fairly suggest using the given 
equation to calculate the value of Sref. 

25. Claim 16 is objected to as being dependent upon a rejected base claim, but would be 
allowable if rewritten in independent form including all of the limitations of the base claim and 
any intervening claims. The prior art does not disclose or fairly suggest changing Sref as a 
function of the difference X. 

26. Claim 22 is objected to as being dependent upon a rejected base claim, but would be 
allowable if rewritten in independent form including all of the limitations of the base claim and 
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any intervening claims. The prior art does not disclose or fairly suggest that the decision for the 
reference value Sref includes an evaluation of a degree of contribution of each said connected 
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